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Claim Objections 



Claim 2 is objected to because of the following informalities: the use of the 
phrase "on the other hand" on line 6 is awkward and does not adhere to normal claim 
language. The examiner suggests replacing the phrase "on the other hand" with "and" 
or "otherwise". Appropriate correction is required. 



The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1 and 5 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

The term "in pair" in claim 1 is a relative term which renders the claim indefinite. 
The term "in pair" is not defined by the claim, the specification does not provide a 
standard for ascertaining the requisite degree, and one of ordinary skill in the art would 



Claim Rejections - 35 USC §112 
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not be reasonably apprised of the scope of the invention. The display positions of the 
file icon and the reduced-size image are rendered indefinite by use of this term. 

The term "proximity" in claim 5 is a relative term which renders the claim 
indefinite. The term "proximity" is not defined by the claim, the specification does not 
provide a standard for ascertaining the requisite degree, and one of ordinary skill in the 
art would not be reasonably apprised of the scope of the invention. The display position 
of the icon return space is rendered indefinite by use of this term. 



Claim Rejections - 35 USC § 102 



The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 



Claims 1, 3, and 4 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Morris et al., U.S. Patent No. 6,097,389. 
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As per claim 1, Morris et al. teach an operation method for processing data file, 
comprising the steps of: 

(a) displaying a reduced-size image for use in identifying contents of a data file, 
and a file icon associated with said reduced-size image in pair at a predetermined 
interval between them, said file icon having a smaller area than said reduced-size 
image (see Morris et al M figure 12B, items 809 and 807, column 6, lines 19-33, and 
column 15, lines 33 - 44; the examiner interprets the icons displayed in the thumbnail 
display as file icons and the scaled image as the reduced-size image); and 

(b) performing at least either one of the operations of i) selecting a function to 
be applied to said data file and ii) changing a display position of said reduced-size 
image by a drag-and-drop operation on said file icon (see Morris et al., column 13, lines 
37 - 67, and column 1 4, lines 1-11). 

As per claim 3, which is dependent on claim 1, Morris et al. teach the method of 
claim 1 (see rejection above). Morris et al. further teach the method wherein: 

in said step (b), when said file icon is dropped at position where any function icon 
representing a kind of a function to be applied to said data file is not displayed, a display 
position of the corresponding reduced-size image is changed by moving the 
corresponding reduced-size image to a position at a predetermined interval from a 
dropped position of said file icon (see Morris et al, column 6, lines 37 - 67 and column 
14, lines 1 - 1 1 ; it is inherent that there is no function icon when the thumbnail file icon 
is moved to a new position by a drag-and-drop operation, and when the icon is moved, 
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the display position for the reduced-size image is changed to correspond to the 
changed position of said thumbnail file icon). 

As per claim 4, which is dependent on claim 3, Morris et al. teach the method of 
claim 3 (see rejection above). Morris et al. further teach the method wherein: 

said reduced-file image is displayed in an area on the opposite side of a moving 
region of the file icon where the file icon is moved to a display position of a function icon 
(see Morris et al., figure 12b, items 804, 807 and 809, column 13, lines 37 - 67 and 
column 14, lines 1 - 1 1 ; the examiner interprets item 804 to be function icons, and item 
807 as the moving region where the thumbnail file icon can be moved to). 



Claim Rejections - 35 USC § 103 



The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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Claim 2 is rejected under 35 U.S.C. 103(a) as being unpatentable over Morris et 
al., U.S. Patent No. 6,097,389 in view of Johnston, Jr. et al., U.S. Patent No. 5,598,524 
and Belfiore et al., U.S. Patent No. 5,61 1 ,060. 

As per claim 2, which is dependent on claim 1 , Morris et al. teach the method of 
claim 1 (see rejection above). Morris et al. further teach the method wherein: 

in said step (b), the reduced-size image is fixed at a current position while a drag 
operation on said file icon is being performed (see Morris et al., column 13, lines 37 - 
67, and column 14, lines 1-11). 

Morris et al. teach indicating a drag operation by a visual change (see Morris et 
al., column 13, lines 37 - 62). Morris et al. do not teach indicating a drag operation by 
displaying a frame in size of the reduced size image. Johnston, Jr. et al. teach 
displaying a frame in size of a display object as it is dragged (see Johnston, Jr. et al., 
figures 13a, items 1300 and 1310 and column 13, lines 25-33). 

Morris et al. teach performing an action when a threshold is breached during a 
drag operatoin (see Morris et al., column 13, lines 37 - 62; the display order is changed 
when the thumbnail is dragged onto a different part of the screen). Morris et al. do not 
teach performing an action if a drag speed threshold is breached while dragging. 
Belfiore et al. teach performing an action if a drag speed threshold is breached while 
dragging (see Belfiore et al., column 3, lines 45 - 60). It would have been obvious to 
one of ordinary skill in the art at the time of the invention to incorporate the methods of 
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Johnston et al. and Belfiore et al. with the method of Morris et al. in order to provide an 
improved method of providing visual feedback when a threshold is breached. 



Claims 5 - 7 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Morris et al., U.S. Patent No. 6,097,389 in view of Hirose, U.S. Patent No. 5,745,1 12. 

As per claim 5, which is dependent on claim 1, Morris et al. teach the method of 
claim 1 (see rejection above). Morris et al. does not teach the method wherein: 

in said step (b), when the file icon has moved to a position more than a 
predetermined distance apart from the corresponding reduced-size image, an icon 
return space is displayed at or in a proximity of the original display position of the file 
icon, at a predetermined fixed interval from the reduced-size image. 

Hirose teaches when an icon is moved, an icon return space is displayed at or in 
a proximity of the original display position of the icon (see Hirose, figure 7, ref. 31 1 and 
303 and column 4, lines 19-24; the examiner interprets the dotted line 303 as a return 
space as it is located at the original position of the file icon 303). It would have been 
obvious to one of ordinary skill in the art at the time of the invention to incorporate the 
method of Hirose with the method of Morris et al. in order to display the area in which an 
icon was originally located when the icon has been dragged and moved from its original 
location. 
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As per claim 6, which is dependent on claim 5, Morris et al. and Hirose teach the 
method of claim 5 (see rejection above). Hirose further teaches in said step (b), when 
said file icon is dropped in said icon return space, said file icon is moved back to its 
original display position without moving the associated reduced-size image (see Hirose, 
figure 7, ref. 31 1 and 303 and column 4, lines 19-24; it is inherent that; it is inherent 
that when the icon is dropped in the return space it will be in its original position and no 
changes will occur because the return space is the original location of the icon and by 
placing it back in the original location no state change will occur). 

As per claim 7, which is dependent on claim 5, Morris et al. and Hirose teach the 
method of claim 5 (see rejection above). Hirose further teaches the method wherein 
said icon return space is formed in an outstanding pattern (see Hirose, figure 7, ref. 31 1 
and 303 and column 4, lines 19-24; the examiner interprets a dotted line as an 
outstanding pattern). 

Claim 8 is rejected under 35 U.S.C. 103(a) as being unpatentable over Morris et 
al.~ U.S: Patent No. 6,097,389 in view of Hirose, U.S. Patent No. 5,745,1 12 further in 
view of Aparicio, IV et al., U.S. Patent No. 5,727,174. 

As per claim 8, which is dependent on claim 5, Morris et al. and Hirose teach the 
method of claim 5 (see rejection above). Morris et al. do not teach displaying an icon 



Application/Control Number: 09/809,095 Page 9 

Art Unit: 2174 

return space. Hirose teaches displaying an icon return space but do not teach wherein 
said icon return space is larger in size than said icon. Aparicio, IV et al. teach a method 
wherein an icon return space is larger in size than said file icon (see Aparicio, IV, figure 
6, items 47, and 49; the examiner interprets the empty mini-desk icon area as the return 
space, it is inherent that the assistant icon is smaller in size than the return space). It 
would have been obvious to one of ordinary skill in the art at the time of the invention to 
incorporate the method of Aparicio, IV et al. with the method of Morris et al. and Hirose 
in order to make it clearer to the user where the icon returns to. 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Umar Arshad whose telephone number is (703) 305- 
0329. The examiner can normally be reached on Monday - Friday, 9am - 5:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kristine L Kincaid can be reached on (703) 308-0640. The fax phone 
number for the organization where this application or proceeding is assigned is (703) 
872-9306. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703) 305- 
3900. 
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